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DETAILED ACTION 
Response to Arguments 



1 . Applicant's arguments filed October 16, 2006 have been fully considered but they 
are not persuasive. Applicant's arguments are based on how one intends for the device 
to be used rather than structural distinctions. On page 1 1 , applicant states "Shumate 
fails to teach or suggest a device having a chamber that complete fills with liquid." This 
is not a structural distinction one can make the appropriate accommodations of the 
device in order to fill the chamber. The act of filling the chamber is process and not a 
structural limitation of the device. 

Furthermore applicant further recognizes the inlet and outlets of the device can 
be varied, hence one could vary the arrangement in a manner in which one could 
choose to fill the chamber as so desired. It should further be noted that while the 
drawings provide illustrations of the device, an invention is not limited to those illustrated 
embodiments, especially when a statement recognizing more arrangements maybe 
envisioned as given above. 

Applicant further states the claims have been modified to specify the cartridge is 
held in a certain position. One can choose to hold a device how one chooses. For 
example, one can choose to hold the device of Shumate in a manner in which the 
device is rotated 90 degrees counter clockwise of the arrangement of the figures. 
Holding device as such it still meets the structural limitation of the device and one can 
use the device as one chooses. The position which one chooses to "hold" a device 
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does not change its structure. Furthermore, the manner in which a claimed apparatus is 
intended to be employed does not differentiate the claimed apparatus from a prior art 
apparatus satisfying the claimed structural limitations. 

In view of the above position, the examiner asserts the previous rejection of the 
claims is hereby maintained. 

Drawings 

2. The drawings were received on October 16, 2006. These drawings are 
acceptable. 

Claim Interpretations 

3. It should be noted the "whereby" clause does not any further structure to the 
device. The act or process of the bubble free filling is not a structural limitation of the 
device. 

As to claim 10, any surface of a device can be considered a thermal interface 
and an operator or user can do whatever he wishes with device including heating and 
cooling. The heat transfer means as mentioned the claimed is not positively claimed as 
an element of the device, however any device one chooses to use to heat or cool a 
device is considered a heat transfer means. As previously stated it's optional for one to 
heat or cool the device. Claims 25 and 26 are directed to intended use. What one 
intends to use the pipette for is not relevant to the structure a pipette remains a pipette 
regardless what its use. It is conventionally known that pipettes can aspirate dispense 
fluids (air or liquid) for whatever purpose one chooses. Claim 30 is directed to how one 
intends to use the device during a filling process. The claim does not add any further 
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structure to that which was previously claimed. Process limitations are not considered 
further limiting when directed to or included within apparatus claims. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1, 3-14, 17, 19, 21, 23-28 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Shumate, US 2003/0082632. 

Shumate discloses an apparatuses and methods for conducting processes, such 
as biological and biochemical processes (involving compounds such as oligomers; see 
for example paragraphs 68 and 71), that provide a fluid environment in which such 
processes can be conducted in the presence of a substantially laminar flow of the fluid 
through the environment (abstract). 

With reference to FIGS. 1 and 2, the flow cell 110 includes at least one inlet or 
access port 125 and at least one outlet or exit port 130. The ports 125, 130 are both in 
fluid communication with the flow chamber 115. The access port 125 forms an inlet 
conduit that can be used to flow fluid into the flow chamber 115. The exit port 130 forms 
an outlet conduit that can be used to flow fluid out of the flow chamber 1 15. In this 
regard, the access port 125 and exit port 130 define an entryway and exitway, 
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respectively, of a flow path that fluid follows as the fluid flows into, through and out of 
the flow chamber 115 along a flow path, which is shown using arrows 135 in FIG. 1 and 
arrows 220 in FIG. 2. The ports can be resealable by using materials such as, but not 
limited to, rubber, silicone, silicone-rubber, or other elastomeric material suitable for 
forming a resealable port. The access port 125 can serve as an input port for the 
introduction of fluids, such as by a pipette 310 (as shown in FIG. 3) by syringe, by 
cannula, by a pumping device, or by any method known in the art for transfer of fluids 
(paragraph 91). 

The test compounds may be provided, e.g., injected, free in solution, or may be 
attached to a carrier, or a solid support, e.g. (microarray device) 

The walls of a flow chamber (such as the walls 1 20, 1 23, 210,21 5) may be 
formed by a sealing film made from a transparent material such as, but not limited to, 
polyolefin (paragraph 114). 

The sealing film can be such that it is transparent for optical imaging, for 
microscopy, and for fluorescence readers. The sealing film can be of sufficient optical 
transparency and clarity to permit observation of an analyte, such as cells (paragraph 
115; optical interface). 

The access port 1 25 for the flow chamber 1 1 5 can be sealed or can be open in a 
fashion that is compatible with the appropriate labware such as, but not limited to, 
pipette tips, syringe needles, pumps, and cannula, that can be used to introduce fluid 
into the flow chamber (paragraph 1 16). 
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The contents of the flow chamber are incubated for an appropriate time period as 
determined by one of skill in the art (0148). 

The flow cells 110 provided herein can be made from polymers, plastic, or any 
such suitable material, and are of a size such that at least one cross sectional 
dimension is greater than about 500 jam In one embodiment, a flow chamber has a 
circular cross-sectional dimension of about 6.7 mm in diameter, and a rectangular 
cross-sectional dimension of 2 mm on each side. The flow chamber could also be oval- 
shaped, with the dimensions being about 1-4 mm long and 1-3 mm wide. 




Claim Rejections - 35 USC §103 

6. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

7. Claims 14-16, 20, and 29-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shumate, US 2003/0082632. 

Shumate does not specify the manufacturing materials of glass ceramic or 
aluminum oxide. 
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Shumate does disclose the flow cells 110 provided herein can be made from 
polymers, plastic, or any such suitable material, and are of a size such that at least 
one cross sectional dimension is greater than about 500 urn. In one embodiment, a flow 
chamber has a circular cross-sectional dimension of about 6.7 mm in diameter, and a 
rectangular cross-sectional dimension of 2 mm on each side. The flow chamber could 
also be oval-shaped, with the dimensions being about 1-4 mm long and 1-3 mm wide 
(0117). 

As such it would have been obvious to one of ordinary skill in the art at the time 
of the invention to recognize various manufacturing materials may be employed 
including glass ceramic and aluminum oxide. 

As to claim 20, Shumate discloses the flow chamber 115 can be sealed or can 
be open in a fashion that is compatible with the appropriate labware such as, but not 
limited to, pipette tips, syringe needles, pumps, and cannula, that can be used to 
introduce fluid into the flow chamber. 

While a membrane pump is not specified it would have been obvious to one of 
ordinary skill in the art at the time of the invention to recognize such a conventional 
pump may be employed within the device. 

As to claim 29 as previously stated one can hold the device as please or sit the 
device on a surface in arrangement as mentioned above (see Response to arguments). 
Furthermore the device can be used as one chooses and the inlets and outlets may be 
varied as admitted by applicant. 
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8. Claims 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shumate as given above in view of Wardlaw US 2002/0055178. 

Shumate discloses the use of various imaging technologies but does not disclose 
the particulars of the optical scanning means as claimed. 

Wardlaw discloses an apparatus and method for analyzing a sample of biologic 
fluid quiescently residing within a chamber. 

The preferred embodiment of the field illuminator 40 varies depending upon the 
principle used to produce the image. Referring to FIG. 4, a first embodiment of the field 
illuminator 40 utilizes fluorescence to produce an image. The first embodiment includes 
a flash tube type light source 44, optics 46, and a light filtering means 48, the latter of 
two which include a first lens 56, a light source excitation filter 58 ("LSE" filter), a light 
diverting prism 60, a reference detector 62, an objective lens 52, a sample emission 
filter 66 ("SE" filter), a second lens 67, and a focusing mechanism 50. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the device of Shumate to include the imaging and detecting system 
of Wardlaw to analyze the biological compounds within the chamber. 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian R. Gordon whose telephone number is 571-272- 
1258. The examiner can normally be reached on M-F, with 2nd and 4th F off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/624,827 



Page 10 



Art Unit: 1743 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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